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Brand Protection and Value Creation-

Integration of IP into Business Strategies

Salman Waris
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The Numbers

60 billionMicrosoft
is valued at

68 billion Is the value of Coke 
as a Brand 
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Brand Value in 

US$Billions

IBM 53

GE 47

Intel 36

Nokia 26

Walt Disney Co. 26

Mc Donalds Corp 26

Toyota 25

Altria Group 21

Top 10 Brands In The World



5

Salman Waris                               Fox Mandal Little

Indian IP Laws on the rise
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Trademarks

Å Section: 2(zb) means a mark capable of being represented 

graphically and which is capable of distinguishing the goods or 

services  of one person from those of others and may include shape 

of the goods , their packaging and combination of colors;

Á Distinctiveness

Á Identity

Á Representation

Á Eg. LIPTON, TATA, COKE
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Trade Mark Registration In India

Process of Registration

Å The application filed in the office of the Trade Mark Registrar. India
signatory to Paris Convention in 1998 hence application can claim
Convention priority.

Å Upon acceptance of the application, it is advertised in the Trade Mark
Journal. Application may be accepted, subject to amendments, then the
same need to be made.

Å In case of an opposition following the advertisement or re-advertisement
of the application, the Registrar holds a hearing of the parties in which the
respective evidences are examined.

Å An appeal from the decision of the registrar, if it is not favorable to the
applicant, lies to the Appellate Board situated in Chennai.
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Application For Registration

Å Who can file: Any person proprietor of a trade mark used or proposed to be
used by him can apply for a registration.

Å Where is it filed: with the Registrar Of Trade Marks within whose territorial
limits the principal place of business of the applicant is located. If none of the
applicants have a principal place of business in India, then the appropriate office
is the one within whose jurisdiction the place mentioned in the address for
service in India falls.

Å Appropriate forms and specific requirements:

ü Form TM-1 for a trade mark for a specification of goods or services
included in any one class.

ü Form TM-51 for a trade mark for different classes of goods and services.
ü Form TM-61 for inclusion of specification of goods or services in excess of

500 characters.

The forms are to be filled in triplicate and accompanied by five representations of
the trade mark.
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Convention Priority

Å India ratified the Paris Convention on 3rd December 1998 and hence it is possible

to file an application for registration of a trade mark in India claiming Convention

priority. Reciprocal rights are available to Indians who file in other Convention

countries. The right of priority means that on the basis of a regular application for

trade mark registration filed by an applicant in one of the Convention countries, the

same applicant or his successor in title may, within six months, have certain

rights when applying for protection in all the other member countries.

Å On filing an application using forms TM-2 or TM-52, accompanied by a certified

copy of the Convention application, the trade mark is registered as of the date on

which the application was made in the Convention country.
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Advertisement Before Acceptance

Å Issue of application number within a month of filing the application.

Å Examiner conducts search and identify if there exist, same or similar registrations or

pending applications.

Å An Examination Report is generally issued within 9-12 months of the filing of the

application - reply to the Examination Report to be filed within a month.

Å Examining Officer calls the applicant/agent for the applicant for a hearing during which

the applicant presents his case before the Examining Officer.

Å If all the concerns of the Examining Officer are addressed and resolved to his/her

satisfaction she/he will pass an order for Advertisement Before Acceptance (ABA). i.e

advertisement in the Trade Marks Journal.

Å The mark is open for opposition for the next 3 months (an additional 1 month is granted

if requested, at the discretion of the Registrar, within the first 3 months). If no

oppositions are filed, the mark proceeds towards registration
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Opposition To Registration

Å A notice of opposition may be filed using form TM-5 within three months (or an additional

one month upon request).

Å The person opposing need not be a prior registered trade mark owner. Even a customer,

a purchaser, or a member of the public likely to use the goods may object to the

registration of a trade mark on the grounds of possible deception or confusion.

Å The applicant can file a counter statement with the Registrar using form TM-6 within two

months of the notice. Both parties submit their evidence to the Registrar who may also

hold a hearing of the parties.

Å The Registrar decides subject to what conditions and limitations, if any, the registration

is to be permitted. In making such a decision, the Registrar may take into account a

ground of objection even if it has not been relied upon by the opposition.

Å An appeal from the Registrarôsdecision lies to the Appellate Board.
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Duration, Removal And Restoration Of The Trade 

Mark

Å Duration: The registration of the trade mark is for a period of ten years, dating back to

the date of application, renewable for another period of ten years.

Å Removal: The trade mark may be removed from the register if the conditions for

renewal are not fulfilled.

Å Restoration: If the trade mark has been removed from the register for non-payment of

prescribed fee, it may be restored, after six months and within one year from the

expiration of the last registration, on filing an appropriate form and prescribed fee.



14

Salman Waris                               Fox Mandal Little

Cyber squatting in India: the Yahoo! Case
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WHAT IS A DESIGN ?

¶ Design refers to  features of

Á shape, configuration

Á pattern or ornamentation

Á composition of lines or colors

Á as applied to an article, by any industrial process (manual, mechanical or 

chemical)

Á Design is limited to visual appeal of the article : functional features not 

protectable
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ACQUAFRESH CASE

Á SmithKlineBeecham Vs. Hindustan Lever Ltd

Á SmithKlineôs case:

Á Plaintiff manufacturing toothbrushes óACQUAFRESH FLEXô and 

óACQUAFRESH FLEX Nô DIRECTô

Á Unique design  head shape, S-shaped connecting portion between head 

and handle of brushes

Á S-shaped region aesthetic and functional: zig-zag region gives  flexibility 

to brush

Á Both designs registered in India 



17

Salman Waris                               Fox Mandal Little

ACQUAFRESH CASE

THE PLAINTIFFõS ôACQUAFRESHõ:
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ACQUAFRESH CASE

THE PLAINTIFFõS 

ôACQUAFRESH FLEX Nõ DIRECTõ:


